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UNITED STATES DISTRICT COURT

EASTERN DISTRICT OF CALIFORNIA

GENERAL ELECTRIC COMPANY, a New
York Corporation; and GE WIND ENERGY,
LLC, a Delaware limited liability company,
Plaintiffs,
V.

THOMAS WILKINS, an individual,

Defendant.
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Defendant Thomas Wilkins (“Defendant” or “Mr. Wilkins”) respectfully submits the
following Answer to the Amended Complaint of Plaintiffs General Electric Co. and GE Wind
Energy, LL.C (collectively “Plaintiff” or “GE”).

I ADMISSIONS & DENIALS
THE PARTIES

1. Admitted.
2. Mr. Wilkins lacks sufficient information to admit or deny the allegations in
paragraph 2, and on that basis denies them.
3. Mr. Wilkins denies each and every allegation of paragraph 3.
4, Mr. Wilkins denies each and every allegation of paragraph 4.
JURISDICTION AND VENUE

5. Admitted.

6. Mr. Wilkins denies that GE is entitled to the declaratory relief that it seeks.
Mr. Wilkins admits the remaining allegations of paragraph 6 regarding jurisdiction.

7. Mr. Wilkins admits that venue is proper in this judicial district. Mr. Wilkins admits
that GE alleges that a substantial part of the events or omissions giving rise to GE’s alleged claim
occurred within this judicial district. Mr. Wilkins denies all other allegations of paragraph 7.

BACKGROUND

8. Mr. Wilkins lacks sufficient information to admit or deny the allegations in
paragraph 8, and on that basis denies them, and he specifically denies that GE has rightfully acquired
many patents relating to wind turbines.

9. Mr. Wilkins denies each and every allegation in paragraph 9. These allegations are
false, as noted in Mr. Wilkins’ counterclaims.

10.  Mr. Wilkins denies each and every allegation in paragraph 10. These allegations are
false, as noted in Mr. Wilkins’ counterclaims.

11.  Mr. Wilkins denies each and every allegation in paragraph 11. These allegations are
false, as noted in Mr. Wilkins’ counterclaims. Mr. Wilkins was not required to sign a C&l
Agreement, and he did not sign any C&I Agreement.
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12. Mr. Wilkins denies each and every allegation in paragraph 12. These allegations are
false, as noted in Mr. Wilkins’ counterclaims. Mr. Wilkins was not required to sign an EIPI
Agreement. Mr. Wilkins was asked to sign an EIPT Agreement, but he declined.

13. Mr. Wilkins admits that he signed a document acknowledging receipt of certain
documents. He signed that receipt with the notation “all rights reserved” and he did not sign any of
the documents he received. Mr. Wilkins denies all other allegations in paragraph 13.

14. Mr. Wilkins denies each and every allegation of paragraph 14.

15. Mr. Wilkins denies each and every allegation of paragraph 15.

16. Mr. Wilkins denies each and every allegation of paragraph 16.

THE ’565 PATENT

17. Mr. Wilkins admits that, on its face, U.S. Patent No. 6,924,565 (“the *565 patent™)
purports to have issued on August 2, 2005. Mr. Wilkins admits that the 565 patent lists seven
inventors on its face, including Mr. Wilkins. Mr. Wilkins admits that GE is identified as an assignee
of the 565 patent on the face of the *565 patent. However, Mr. Wilkins denies that GE is identified
as an assignee of Mr. Wilkins’ ownership interest. Mr. Wilkins denies all other allegations in
paragraph 17.

18. Mr. Wilkins denies each and every allegation of paragraph 18.

19. Mr. Wilkins admits that the 565 patent purports to have been filed in 2003, after
Mr. Wilkins terminated his relationship with GE. Mr. Wilkins admits that in February 2004, a GE
attorney sent to Mr. Wilkins an Inventor Declaration and Power of Attorney form, a patent
assignment, and a copy of a patent application, and asked that Mr. Wilkins sign the Declaration and
Power of Attorney form and the patent assignment. Mr. Wilkins denies all other allegations in
paragraph 19.

20. Mr. Wilkins admits that in February 2004, Mr. Wilkins spoke by telephone to a
person who identified himself as a GE attorney. Mr. Wilkins denies all other allegations in

paragraph 20.

3

DEF.’S ANSWER AND COUNTERCLAIM




> N )

O

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25
26
27
28

Case 1:10-cv-00674-OWW -JLT Document 177 Filed 03/29/11 Page 4 of 27

21. Mr. Wilkins denies that he stated the “circumstances” of his refusal to assign the
rights in his inventions as GE has alleged in paragraph 21. Mr. Wilkins lacks sufficient information
to admit or deny the remaining allegations in paragraph 21, and on that basis denies them.

22. Mr. Wilkins admits that Mr. Wilkins did not cooperate with GE’s prosecution of the
application for the *565 patent. Mr. Wilkins admits that the *565 patent purports to have issued in
2005. Mr. Wilkins lacks sufficient information to admit or deny that “GE thereafter practicved and
licensed the patent,” and on that basis denies the allegation. Mr. Wilkins denies all other allegations
in paragraph 22.

23. Mr. Wilkins lacks sufficient information to admit or deny the allegations in paragraph
23, and on that basis denies them.

THE 985 PATENT

24, Mr. Wilkins admits that U.S. Patent No. 6,921,985 (the “’985 patent™) purports to
have issued on July 26, 2005. Mr. Wilkins admits that, on its cover page, the 985 patent lists five
inventors and identifies General Electric Co. as an assignee. Mr. Wilkins admits that all five
inventors named on the *985 patent have assigned their rights in the "985 patent to GE. Mr. Wilkins
lacks sufficient information to admit or deny all remaining allegations of paragraph 24 and on that
basis denies them. Mr. Wilkins is a co-inventor of subject matter claimed in the *985 patent and he
has not assigned his rights in that patent to anyone.

25. Mr. Wilkins denies each and every allegation of paragraph 25.

26. Mr. Wilkins admits that GE never communicated with Mr. Wilkins concerning the
application for the "985 patent during GE’s prosecution of that application before the U.S. Patent and
Trademark Office, despite the fact that GE initially identified Mr. Wilkins as an inventor of that
application. Mr. Wilkins lacks sufficient information to admit or deny that “GE practiced and
licensed the patent,” and on that basis denies the allegation. Mr. Wilkins denies all other allegations
in paragraph 26.

27. Upon information and belief, Mr. Wilkins admits that the "985 patent has some value.
Mr. Wilkins admits that GE currently is asserting the *985 patent against Mitsubishi Heavy
Industries, Ltd. (“MHI”), in both the International Trade Commission and the U.S. District Court for
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the Southern District of Texas, and that those actions were initiated in 2008 and 2009, respectively.
Mr. Wilkins denies all other allegations in paragraph 27.

>28. Mr. Wilkins admits that he has been hired by MHI as a consultant. Mr. Wilkins
admits that he asserts to be an unnamed co-inventor and co-owner of the 985 patent and the
invention claimed in the "985 patent. Mr. Wilkins lacks sufficient information to admit or deny the
remaining allegations of this paragraph, and on that basis denies them.

DAMAGES AND HARM ALLEGEDLY CAUSED BY WILKINS

29. Mr. Wilkins lacks sufficient information to admit or deny the value of the *565 patent,
and on that basis denies that the present value of that patent exceeds $75,000. Mr. Wilkins denies all
other allegations of this paragraph.

30. Mr. Wilkins lacks sufficient information to admit or deny the value of the 985 patent,
and on that basis denies that the present value of that patent exceeds $75,000. Mr. Wilkins denies all
other allegations of this paragraph.

31. Mr. Wilkins denies each and every allegation of paragraph 31.

32, Mr. Wilkins denies each and every allegation of paragraph 32.

33.  Mr. Wilkins denies that GE is entitled to any of the relief it seeks.

GE’S FIRST CLAIM FOR RELIEF

(Alleged Breach of Contract as to 985 Patent — C&I Agreement)

34.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-33.

35. Mr. Wilkins denies each and every allegation of paragraph 35.

36. Mr. Wilkins denies each and every allegation of paragraph 36.

37. Mr. Wilkins admits that in 2010 GE demanded that Mr. Wilkins assign to GE his
inventorship interests in the inventions of the 985 patent, and that Mr. Wilkins refused to do so.
Mr. Wilkins admits that he licensed his rights in the "985 patent to MHI, and previously offered to
license his rights in his inventions in the 985 patent on his website. Mr. Wilkins denies all other
allegations of this paragraph.

38. Mr. Wilkins denies each and every allegation of paragraph 38.

39. Mr. Wilkins denies each and every allegation of paragraph 39.
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40. Mr. Wilkins denies each and every allegation of paragraph 40.

41, Mr. Wilkins denies each and every allegation of paragraph 41.

42. Mr. Wilkins admits that he licensed his rights in the "985 patent to MHI. Mr. Wilkins
denies all other allegations of this paragraph.

43, Mr. Wilkins denies each and every allegation of paragraph 43.

44. Mr. Wilkins denies each and every allegation of paragraph 44, including that GE is
entitled to any of the relief that it seeks.

GE’S SECOND CLAIM FOR RELIEF

(Alleged Breach of Contract as to the *985 Patent — EIPI Agreement)

45,  Mr. Wilkins incorporates by reference his answers to paragraphs 1-44.

46.  Mr. Wilkins denies each and every allegation of paragraph 46.

47.  Mr. Wilkins denies each and every allegation of paragraph 47.

48.  Mr. Wilkins admits that in 2010 GE demanded that Mr. Wilkins assign to GE his
inventorship interests in the inventions of the 985 patent, and that Mr. Wilkins refused to do so.
Mr. Wilkins admits that he licensed his rights in his inventions in the *985 patent to MHI, and has
offered to license his rights in his inventions in the *985 patent on his website. Mr. Wilkins denics
all other allegations of this paragraph.

49. Mr. Wilkins admits that prior to 2009, GE and Mr. Wilkins had no communications
specifically regarding the *985 patent. Mr. Wilkins denies all other allegations of this paragraph.

50. Mr. Wilkins denies each and every allegation of paragraph 50.

51. Mr. Wilkins denies each and every allegation of paragraph 51.

52.  Mr. Wilkins denies each and every allegation of paragraph 52.

53.  Mr. Wilkins denies each and every allegation of paragraph 53.

54. Mr. Wilkins denies each and every allegation of paragraph 54.

55. Mr. Wilkins denies each and every allegation of paragraph 55, including that GE is

entitled to any of the relief that it seeks.
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GE’S THIRD CLAIM FOR RELIEF

(Declaratory Relief — Rights to the "985 Patent)

56.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-55.

57. Mr. Wilkins denies each and every allegation of paragraph 57.

58. Mr. Wilkins admits that “GE contends, and [Mr.] Wilkins denies, to be the sole and
rightful owner of the *985 patent and the invention claimed in the "985 patent.” Mr. Wilkins admits
that “GE contends, and [Mr.] Wilkins denies ... that [Mr.]Wilkins is required to assign any rights or
claimed rights he has in the 985 patent and the invention covered by the "985 patent to GE.”

Mr. Wilkins denies all other allegations in paragraph 58.

59. Mr. Wilkins admits that in 2010, GE demanded that Mr. Wilkins assign to GE his
inventorship interests in the inventions of the "985 patent, and that Mr. Wilkins refused to do so.
Mr. Wilkins admits that there is a license agreement with MHI regarding the "985 patent that was
signed in 2009. Mr. Wilkins denies all other allegations in paragraph 59.

60. Mr. Wilkins denies each and every allegation of paragraph 60, including that GE is
entitled to any of the relief that it seeks.

GE’S FOURTH CLAIM FOR RELIEF

(Breach of Contract as to ’565 Patent — C&I Agreement)

61. Mr. Wilkins incorporates by reference his answers to paragraphs 1-60.

62. Mr. Wilkins denies each and every allegation of paragraph 62.

63. Mr. Wilkins denies each and every allegation of paragraph 63.

64. Mr. Wilkins denies each and every allegation of paragraph 64.

65. Mr. Wilkins admits that in 2004 Mr. Wilkins refused to cooperate with GE’s
application for the *565 patent and refused to assign the rights in his inventions to GE. Mr. Wilkins
denies all other allegations in paragraph 65.

66. Mr. Wilkins denies each and every allegation of paragraph 66.

67. Mr. Wilkins denies each and every allegation of paragraph 67.

68. Mr. Wilkins denies each and every allegation of paragraph 68.

69.  Mr. Wilkins denies each and every allegation of paragraph 69.
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70. Mr. Wilkins denies each and every allegation of paragraph 70.
71.  Mr. Wilkins denies each and every allegation of paragraph 71, including that GE is
entitled to any of the relief that it seeks.
GE’S FIFTH CLAIM FOR RELIEF

(Alleged Breach of Contract as to 565 Patent — EIPI Agreement)

72. Mr. Wilkins incorporates by reference his answers to paragraphs 1-71.

73. Mr. Wilkins denies each and every allegation of paragraph 73.

74. Mr. Wilkins denies each and every allegation of paragraph 74.

75. Mr. Wilkins denies each and every allegation of paragraph 75.

76. Mr. Wilkins admits that in 2004 Mr. Wilkins refused to cooperate with GE’s
application for the *565 patent and refused to assign the rights in his inventions to GE. Mr. Wilkins
denies all other allegations in paragraph 76.

77.  Mr. Wilkins denies each and every allegation of paragraph 77.

78.  Mr. Wilkins denies each and every allegation of paragraph 78.

79. Mr. Wilkins denies each and every allegation of paragraph 79.

80. Mr. Wilkins denies each and every allegation of paragraph 80.

81. Mr. Wilkins denies each and every allegation of paragraph 81.

82. Mr. Wilkins denies each and every allegation of paragraph 82, including that GE is
entitled to any of the relief that it seeks.

GE’S SIXTH CLAIM FOR RELIEF

(Declaratory Relief — Alleged Rights to ’565 Patent)

83. Mr. Wilkins incorporates by reference his answers to paragraphs 1-82.

84. Mr. Wilkins denies each and every allegation of paragraph 84.

85. Mr. Wilkins admits that “GE contends, and [Mr.] Wilkins denies, to be the sole and
rightful owner of the *565 patent and the invention claimed in the *565 patent.” Mr. Wilkins admits
that “GE contends, and [Mr.] Wilkins denies ... that [Mr.]Wilkins is required to assign any rights or
claimed rights he has in the *565 patent and the invention covered by the *565 patent to GE.”

Mr. Wilkins denies all other allegations in paragraph 85.
8
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86.  Mr. Wilkins denies each and every allegation of paragraph 86.

87.  Mr. Wilkins denies each and every allegation of paragraph 87, including that GE is

entitled to any of the relief that it seeks.

GE’S SEVENTH CLAIM FOR RELIEF

(Declaratory Relief — Alleged Appointment of Attorney-in-Fact)
88.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-87.
89. Mr. Wilkins denies each and every allegation of paragraph 89.
90.  Mr. Wilkins denies each and every allegation of paragraph 90.

91.  Mr. Wilkins admits that there is an actual controversy as to whether Mr. Wilkins

appointed an officer of GE as his attorney-in-fact to execute any documents necessary to assign to

GE the rights in his inventions. Mr. Wilkins admits that he “contends that he has not so appointed

an attorney-in-fact,” and denies GE’s contention to the contrary. To the extent that GE contends this

paragraph makes any additional allegations, Mr. Wilkins denies them.

92.  Mr. Wilkins denies each and every allegation of paragraph 92.
93. Mr. Wilkins denies each and every allegation of paragraph 93, including that GE is

entitled to any of the relief that it seeks.

GE’S EIGHTH CLAIM FOR RELIEF

(Declaratory Relief — Alleged Rights to Inventions During Employment)

94, Mr. Wilkins incorporates by reference his answers to paragraphs 1-93.

95. Mr. Wilkins denies each and every allegation of paragraph 95.

96. Mr. Wilkins denies each and every allegation of paragraph 96.

97. Mr. Wilkins denies each and every allegation of paragraph 97.

98.  Mr. Wilkins admits that there is an actual controversy as to whether GE owns the
rights to Mr. Wilkins inventions. Mr. Wilkins admits that “GE contends, and [Mr.] Wilkins denies,
that GE is the sole and rightful owner of any such invention.” Mr. Wilkins admits that “GE -
contends, and [Mr.] Wilkins denies ... that [Mr.]Wilkins is required to assign any rights or claimed
rights he has in the invention to GE.” Mr, Wilkins denies all other allegations in paragraph 98.

99.  Mr. Wilkins denies each and every allegation of paragraph 99.
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100. Mr. Wilkins denies each and every allegation of paragraph 100, including that GE is
entitled to any of the relief that it seeks.

GE’S PRAYER FOR RELIEF

Mr. Wilkins denies that GE is entitled to any of the relief requested.
IL. AFFIRMATIVE DEFENSES
For his affirmative defenses, Mr. Wilkins alleges that:

First Affirmative Defense

101.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

102. Plaintiffs’ claims against Mr. Wilkins are barred by the applicable statutes of
limitation.

Second Affirmative Defense

103.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

104, Plaintiffs’ claims against Mr. Wilkins are barred by estoppel, waiver, laches,
acquiescence, and/or consent.

Third Affirmative Defense

105.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

106. Plaintiffs’ claims against Mr. Wilkins are barred by unclean hands.

Fourth Affirmative Defense

107. Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

108.  Plaintiffs lack standing to assert the claims against Mr. Wilkins stated in the

Amended Complaint.
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Fifth Affirmative Defense

109.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

110. Plaintiffs’ claims against Mr. Wilkins are barred by the statute of frauds.

Sixth Affirmative Defense

111.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint. |

112.  Any and all actions or omissions by Mr. Wilkins are or were privileged and/or
justified and/or excused by the conduct or omissions by each Plaintiff, barring any claims by
Plaintiffs.

Seventh Affirmative Defense

113.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

114. GE’s claims against Mr. Wilkins are barred by the statutory and common law
prohibition on enforcement of unconscionable contracts.

Eighth Affirmative Defense

115. Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

116. To the extent the alleged contracts or portions thereof violated state law, including
Business and Professions Code Section 16600, the alleged contracts are illegal and unenforceable.

Ninth Affirmative Defense

117.  Mr. Wilkins incorporates by reference his answers to paragraphs 1-100 of the
Amended Complaint.

118.  Each Plaintiff purports to have an adequate remedy at law, barring any equitable
relief.
I[II. COUNTERCLAIMS

Mr. Wilkins asserts the following counterclaims:
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PARTIES
119. Counterclaim Plaintiff, Mr. Wilkins, resides in Henderson, Nevada, and is a citizen of
Nevada.
120.  Upon information and belief, Counterclaim Defendant, General Electric Co., is a New
York corporation with its principal place of business in Connecticut, and Counterclaim Defendant,
GE Wind Energy, LLC, is a California limited liability company, and its membership interests are
held by Delaware corporations with principal places of business in Missouri and Kentucky.

JURISDICTION AND VENUE

121.  These claims arise under the Federal Declaratory Judgment Act and the patent laws of
the United States, more particularly under 28 U.S.C. § 2201 and 2202, and 35 U.S.C. § 256,
respectively. This Court has jurisdiction under 28 U.S.C. § 1338 and 2201, and supplemental
jurisdiction under 28 U.S.C. § 1367.

122. There is an actual controversy b}etween Mr. Wilkins and Counterclaim Defendants
General Electric Co. and GE Wind Energy, LLC (referred to herein collectively as “GE”) regarding
the ownership of the *565 patent (and the inventions claimed in the *565 patent), as evidenced by, for
example, GE’s assertion that it owns Mr. Wilkins’ rights in the inventions of the ’565 patent and that
GE is entitled to declaratory relief, injunctive relief, and specific performance in connection with
Mr. Wilkins’ rights in the *565 patent.

123. There is also an actual controversy between Mr. Wilkins and GE regarding the
inventorship and ownership of the *985 patent (and the inventions claimed in the "985 patent), as
evidenced by, for example, GE’s assertion that it owns Mr. Wilkins’ rights “if any” in the inventions
of the "985 patent and that GE is entitled to declaratory relief, injunctive relief, and specific
performance in connection with Mr. Wilkins’ rights in the "985 patent.

124.  Mr. Wilkins contends that he is entitled to be named an inventor of inventions
claimed in the *985 patent—a contention supported by the U.S. International Trade Commission and
U.S. ITC Judge Carl Charneski—but GE denies that Mr. Wilkins is an inventor of any claim of the

"985 patent.
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125.  Venue in this judicial district for the following counterclaims of Mr. Wilkins is proper
because GE has consented to this venue by asserting and filing claims of breach of contract and for

declaratory relief against Mr. Wilkins.

BACKGROUND

LVRT and Reactive Power Support at Lake Benton

126.  Shortly before he received his engineering degree in 1998, Mr. Wilkins was hired by
Zond Energy Systems (“Zond”) as an electronics assembler technician.

127.  Mr. Wilkins was not hired to invent by Zond.

128.  On information and belief, Zond’s wind turbine operations were taken over by Enron
Wind (“Enron”) some time before 2001, at which point Mr. Wilkins began working with Enron.

129.  Mr. Wilkins was not hired to invent by Enron.

130. In 1998, Mr. Wilkins began working oﬁ Zond wind turbines installed at Algona, lowa
(“Algona”) and Zond wind turbines installed at Lake Benton, Minnesota (“Lake Benton”).

131.  Mr. Wilkins® work on Zond turbines installed at Algona and Lake Benton resulted in
those turbines being enabled to ride through voltage disturbances on the utility grid down to 70% of
nominal voltage (i.e., “low voltage ride through” or “LVRT”) by no later than mid-2001.

132, Mr. Wilkins’ work on Zond turbines installed at Algona and Lake Benton resulted in
those turbines being enabled to provide reactive power support by no later than mid-2001.

133. Between 1998 and 2001, Mr. Wilkins conceived the idea of using an uninterruptible
power supply, among other things, in Zond wind turbines at Lake Benton and Algona, to facilitate
those wind turbines meeting LVRT requirements.

134. The Zond wind turbines at Lake Benton and Algona that Mr. Wilkins worked on
between 1998 and 2001 included a blade pitch control system to vary a pitch of one or more blades,
as recited in one or more claims of the 985 patent.

135. The Zond wind turbines at Lake Benton and Algona that Mr. Wilkins worked on
between 1998 and 2001 included a turbine controller coupled with the blade pitch control system, as

recited in one or more claims of the "985 patent.
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136. The Zond wind turbines at Lake Benton and Algona that Mr. Wilkins worked on
between 1998 and 2001 used a power source coupled with the turbine controller and with the blade
pitch controller to provide power during normal operation, as recited in one or more claims of the
"985 patent.

137. The Zond wind turbines at Lake Benton and Algona that Mr. Wilkins worked on
between 1998 and 2001 included an uninterruptible power supply coupled to the turbine controller
and with the blade pitch control system to provide power during low voltage events, as recited in one
or more claims of the "985 patent.

138. Inthe Zond wind turbines at Lake Benton and Algona that Mr. Wilkins worked on
between 1998 and 2001, a turbine controller caused the blade pitch control system to vary the pitch
of one or more blades in response to detection of a transition from a first mode of operation, as
recited in one or more claims of the "985 patent.

139. During Mr. Wilkins’ work on the Zond wind turbines at Lake Benton and Algona
between 1998 and 2001, he conceived ideas that GE subsequently claimed as inventions in the "985
patent, thus, entitling Mr. Wilkins to be named as an inventor under the U.S. patent laws.

140. The Lake Benton and Algona wind farms worked on by Mr. Wilkins between 1998
and 2001 included a plurality of Zond wind turbine generators able to generate real power and
reactive power, as recited in one or more claims of the *565 patent.

141.  One or more of the Zond wind turbines worked on by Mr. Wilkins at Lake Benton
and Algona between 1998 and 2001 also included a variable frequency converter excitation system
to control real power and reactive power flow, and which was capable of contributing reactive power
independently of the generators, as recited in one or more claims of the *565 patent.

142.  The Lake Benton and Algona wind farms worked on by Mr. Wilkins between 1998
and 2001 also included a system controller coupled with a plurality of generators to control real and
reactive power generated by individual generators in the plurality of generators based on thermal
capability and/or voltage limits of the individual generators to cause the plurality of generators to

provide commanded real and reactive power, as recited in one or more claims of the *565 patent.
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143.  In 2000, Mr. Wilkins traveled to Germany to explain his ideas and work on applying
the LVRT technology previously used in the Zond wind turbines to the 1.5 MW wind turbines of
Tacke Wind Energie (a European predecessor-in-interest to Enron Wind).

144,  During Mr. Wilkins’ 2000 visit to Germany, he also explained his ideas and worked
on applying the reactive power support technology previously used in the Zond wind ;curbines to the
1.5 MW wind turbines of Tacke Wind Energie (“Tacke”).

145.  During Mr. Wilkins’ 2000 visit to Germany, he met with Wilhelm Janssen, one of the
co-inventors subsequently named by GE on the "985 patent.

‘146. During Mr. Wilkins’ 2000 visit to Germany, he told Mr. Janssen about the Zond wind
turbines at Lake Benton and Algona, and his work on them regarding LVRT.

147.  Mr. Wilkins left Enron in mid-2001 to begin working as an independent consultant
not employed by Zond, Enron, or anyone ¢lse.

| Work with Enron and GE in 2002

148. In late 2001, Enron contacted Mr. Wilkins to seek his help with certain Tacke/Enron
1.5 MW wind turbines installed or to be installed in the United States. At that time, when he was
contacted, he was an independent consultant not employed by Zond, Enron, or anyone else.

149. Those Tacke/Enron 1.5 MW United States wind turbines had been equipped with
technology similar to that used in the Zond wind turbines at Lake Benton and Algona that Mr.
Wilkins had worked on; however, those wind turbines were not successfully accomplishing reactive
power support, and had not yet implemented LVRT.

150.  Enron brought Mr. Wilkins back beginning in January 2002 to troubleshoot those 1.5
MW wind turbines and assist with LVRT implementation.

151.  When Mr. Wilkins returned to Enron in January 2002, he was not hired to invent.

152.  Upon his return to Enron in January 2002, Mr. Wilkins refused to sign—and never
did sign—any agreement obligating him to assign inventions to Enron.

153.  Enron acceded to Mr. Wilkins’ refusal to sign any agreement obligating him to assign

inventions to Enron.
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154.  Upon his return to Enron in January 2002, Mr. Wilkins began troubleshooting 1.5
MW wind turbines that incorporated reactive power support technology, in an effort to enable them
to accomplish reactive power support, and assisting with the implementation of LVRT in the 1.5
MW wind turbines.

155.  Upon information and belief, GE acquired certain Enron assets in April 2002,

156.  Upon information and belief, GE specifically excluded from the Enron assets it
acquired “all rights of [Enron] under (A) any and all employment contracts (other than obligations
for EWC for the Divestiture Bonuses and Retention Payments).”

157.  Upon information and belief, GE acquired no rights of Enron under any employment
contracts, including any employment contract that GE alleges that Enron had with Mr. Wilkins.

158. © In May 2002, Mr. Wilkins began working with GE.

159. Mr. Wilkins was never asked to sign, and never did sign, any employment contract
with GE, and he was not hired to invent.

160. In May 2002, GE requested that Mr. Wilkins sign an Employee Innovation and
Proprietary Information Agreement (“EIPI Agreement”).

161. In May 2002, Mr. Wilkins refused to sign—and never thereafter signed—an EIPI
Agreement with GE.

162. Mr. Wilkins never signed any agreement obligating him to assign inventions to GE.

163.  GE acceded to Mr. Wilkins’ refusal to Sign any agreement obligating him to assign
inventions to GE.

164. On May 29, 2002, Mr. Wilkins received a document outlining certain GE policies,
and he signed that document with the annotation “All Rights Reserved.”

165.  GE never disputed during Mr. Wilkins’ work with GE that Mr. Wilkins had reserved
all of his rights by signing the document referenced above with “All Rights Reserved.”

166. GE acceded to Mr. Wilkins’ signature of the document referenced above with “All
Rights Reserved.”

167. In August 2002, Mr. Wilkins traveled to Germany to work on applying the LVRT
technology previously used in the Zond wind turbines to the Tacke/Enron 1.5 MW wind turbines.
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168. During Mr. Wilkins’ 2002 visit to Germany, he also worked on applying the reactive
power support technology previously used in the Zond wind turbines to the Tacke/Enron 1.5 MW
wind turbines.

169. During Mr. Wilkins’ 2002 visit to Germany, he met with Wilhelm Janssen and
Henning Liitze, two of the co-inventors subsequently named by GE on the 985 patent.

170.  During Mr. Wilkins’ 2002 visit to Germany, he told Mr. Janssen and Mr. Liitze about
his work at Lake Benton and Algona regarding LVRT.

171.  Mr. Liitze has testified that he believes Mr. Wilkins should have been named as a co-
inventor of the "985 patent.

172.  Mr. Wilkins left his work at GE in November 2002.

173.  When Mr. Wilkins left, he told GE that he had never signed an agreement to assign
inventions to GE.

The Patent Applications Filed by GE
U.S. Application No. 10/350,452 — U.S. Patent No. 6,921,985

174. On January 24, 2003, GE’s patent attorney filed a patent application at the U.S. Patent
and Trademark Office (U.S. Patent Application No. 10/350,452, “the *452 application”) that
expressly identified Mr. Wilkins as an inventor.

175. GE never notified Mr. Wilkins that he had been identified by GE’s patent attorney as
an inventor of the *452 application as filed in the U.S. Patent and Trademark Office.

176.  After filing the application, GE’s patent attorney caused Mr. Wilkins’ name to be
removed from the *452 application, leading to the issuance of the "985 patent without Mr. Wilkins
being identified as an inventor.

177. Despite having named Mr. Wilkins as a co-inventor in tﬁe as-filed *452 application,
GE’s patent attorney subsequently submitted to the U.S. Patent and Trademark Office inventor
declarations signed by only five of the six originally named inventors, failing to submit an inventor

declaration from Mr. Wilkins.
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178.  GE never asked Mr. Wilkins to sign an inventor declaration in the 452 application or
whether he believed he was an inventor of, or made any contribution to, the claimed subject matter
of the ’452 application or the 985 patent. |

179.  Upon information and belief, GE never disclosed the existence of the Zond wind
turbines installed at Lake Benton and Algona, or Mr. Wilkins® work on them between 1998 and 2001
relating to LVRT, to the U.S. Patent and Trademark Office during prosecution of the *452
application that issued as the "985 patent.

180. The claims of the *985 patent are based, in part, on Mr. Wilkins’ ideas regarding
LVRT that he conceived in his work between 1998 and 2001 on the Zond wind turbines installed at
Lake Benton and Algona.

181. Applying a clear and convincing evidence standard, the U.S. International Trade
Commission (“ITC”) and U.S. ITC Judge Carl Charneski determined that Mr. Wilkins should have
been named as an inventor of the "985 patent.

| U.S. Patent Application No. 10/643,297 — U.S. Patent No. 6,924,565

182, On August 18, 2003, GE’s patent attorney filed a patent application at the U.S. Patent
and Trademark Office (U.S. Patent Application No. 10/643,297, “the *297 application”) that
identified Mr. Wilkins as an inventor.

183.  On February 10, 2004, in connection with the *297 application, GE sent Mr. Wilkins
an Inventor Declaration and Power of Attorney form and an Assignment form and requested that he
sign both forms.

184. The Assignment form sent to Mr. Wilkins stated that Mr. Wilkins was obligated to
assign his inventions “pursuant to an Employee Innovation and Proprietary Information Agreement
or other agreement and/or for other good and valuable consideration ....”

185.  On February 11, 2004, Mr. Wilkins informed GE’s patent attorney that he would not
sign either the Inventor Declaration and Power of Attorney form or the Assignment form.

186. Mr‘. Wilkins returned the unsigned forms to GE’s patent attorney, who, upon

information and belief, received them on February 24, 2004.
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